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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• tf NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)12] Responsive to communication(s) filed on 02 February 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-5.7-11.52.53 and 59-67 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-5 J-1 1.52.53 and 59-67 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) O Other: . 
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1 . The Examiner has carefully considered Applicant's Response of 2/2/05. At this 
time, the Examiner makes a new rejection which is accordingly not made final. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1, 2, 3 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Martel. 

Martel discloses a method of forming a powder metal material comprising: 
providing a metal powder comprising sponge iron (col 3, line 5); 
filling the metal powder in a mold (col. 3, line 6); 

compressing the metal powder at a pressure less than 20 tsi (col. 3, line 8); and 
sintering the compressed metal powder to form a powder metal material (col. 3, 
lines 11-15). 

4. Claims 1 , 2, 3 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Whiteheart. 

Whiteheart discloses a method of forming a powder metal material comprising: 
providing a metal powder comprising sponge iron (col 2, line 71); 
filling the metal powder in a mold (col. 2, line 70); 
compressing the metal powder at a pressure of 10 tsi (col. 3, line 8); and 
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sintering the compressed metal powder to form a powder metal material (col. 2, 
lines 74-75). 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-3, 8-10, 52 and 59-64 and 66 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Rinderle et al. 

Rinderle et al. discloses the invention substantially as claimed. Rinderle et al. discloses 
a method of forming a powder metal material comprising: 

providing a metal powder comprising sponge iron (col 1, line 53); 

filling the metal powder in a mold (col. 1, lines 55-56); 
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compressing the metal powder at a pressure of 5 to 40 tsi (col. 1 , lines 55-57); 

and 

sintering the compressed metal powder to form a powder metal material (col. 2, 
lines 18-19). 

The Examiner finds that the inclusion of a binder is not inconsistent with the limitation to 
free of lubricant. 

The Examiner finds that the overlap of ranges establishes a prima facie case of 
obviousness, and provides the discussion from MPEP 2144.05 to support this postion. 
In particular, Rindle et al. specifically addresses when the compression pressure is of 5 
tsi in his disclussion (col. 1, lines 59-62). 
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I: OVERLAP OF RANGES 



art? 'a prima facie case of obvioiisness exists. In re&ertheimy 54 1 F;2d 25 7. 1 91 .; 
TtfS^ 919 K2d 1575, 16 tJSPQ2d 1954 (Fed; 

€ir.: : l^ 

concentration 

1465,: 1469-71 , 43 U$PQ2d 1362, 1365-^ ^ thickiiess 
ofaprotecti^^ 

facie obvious in^iew: afpriot: ^ 

thickness of the protective kyer should be not tess than about 1 0 nm [Le., ;100 
Angstroms]:" The cbiirt ststted that 'by statag titet suitable protectk)tf is proved if the 
protective layer is about"' 100 Angstroms thick, ; [the prior art reference] directly teaches 
the us 6 of a tiickness witto 
of-obvbusira^^ 

ctoseerioi^ Intone skifiedm 

properties. Titanium Metals Corp. of America y. Banner, 778 F.2d 775, 227 USPQ : 
773 (Fed. Ck 1985) (Court held as proper a rejection of a claim directed to an aloy of 
^ymg 0.8% nickel, 0.3% molybdenuiiL up to 0.1% iron, bakrBce titmiiurn" as obvious ; 
o\^ a reference d^ 

and 0.94% racked 0.3 1% molybdenum, balance titaimmi). > 
> f -[ A ] prior art referei^e that 

claimed range is sufficient to establish a prima facie case of obviousness.*': In re 
Peterson, 315 FJd 1325^1330, 65 USPQ2d 1379,; 1382-83; (Fed. Gir. 2003). • 
Ho.we.WTj if the reference's disclosed range k so bro^ 
number of possible distinct conpositbns, this might present a situation Analogous to the 
obviousness of a species when the prior art broadly discloses a genus. Id See also In re : 
Batd, 16 F;3d 380, 29 USPQ2d 1550 (Fed. Gin;: 1994); reJones-95% F.2d 347^ 21 
USPQ2d l941 (Fed. Cir. 1992);:MPEP;§ 2144M<: 



8. Claims 1-5, 7-11, 52, 53 and 59-67 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hill. 
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Hill discloses the invention substantially as claimed. Hill discloses a method of forming 
a powder metal material comprising: 

providing a metal powder comprising sponge iron (col 3, lines 7-37); 

filling the metal powder in a mold (col. 3, lines 52-53); 

compressing the metal powder at a pressure of 1 0 to 40 tsi (col. 3, lines 52-5); 

and 

sintering the compressed metal powder to form a powder metal material (col. 2, 
lines 18-19), wherein the metal material has a density of greater than 90%, meeting 
Applicant's limitation to green strength and density. 

Hill discloses that a lubricant may be used, and further states that "If a lubricant is 
used... ." col. 3, lines 60-63, indicating that one of ordinary skill can elect to not use a 
lubricant, such as when die wear for producing a small number of parts is performed. 
Omission of an element with a corresponding omission of function is within the level of 
ordinary skill. See In re Wilson 153 USPQ 740; In re Larson 144 USPQ 347. 
The Examiner finds that the overlap of ranges establishes a prima facie case of 
obviousness, and provides the discussion from MPEP 2144.05 to support this postion 
(see paragraph 7 above). 

Hill further discloses adding ferrochrome powder to the metal powder, but is silent as to 
if the ferrochrome is formed by atomization, but the Examiner notes that this is a 
common source of iron alloy spherical powders. 
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Hill further discloses that conventional finishing operations can be performed on the 
sintered material (col. 4, lines 16-18), including heat treatment, which hot forging is a 
known post sintering step to work harden the formed body. 

Hill is silent as to the die temperature, but lack of discussion would indicate that the die 
was unheated. It is common knowledge to heat the die in the same field of endeavor for 
the purpose of improving binder compaction, and to do such in the invention of Hill 
when using a binder would thus have been obvious. 

9. Claims 5 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hill in view of Dunn. 

Hill discloses the invention substantially as claimed (see paragraph 8 above). However, 
Hill does not disclose the type of sintering furnace, but leaves the selection to one of 
ordinary skill 

Dunn teaches to use induction sintering in the same field of endeavor for the purpose of 
minimizing the handling of the formed parts when minimal contamination is required 
(col. 2, liens 50-53). 

It would have been obvious to one having ordinary skill in the art at the time of the 
invention to use the induction sintering of Dunn in the invention of Hill in order to 
minimize contamination of the formed sintered material. 

10. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hill in 
view of Semel '800 or Luk et al. '639. 
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Hill discloses the invention substantially as claimed (see paragraph 8 above). However, 
Hill does not disclose wherein the die is lubricated. 

Both Semel '800 and Luk et al. '639 teach that it is known to lubricate a die wall during 
compaction to reduce die wall wear, thus to add this step to the invention of Hill would 
be obvious to reduce die wear. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Jenkins whose telephone number is 571-272- 
1242. The examiner can normally be reached on M-TH6:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-272-1242. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). /// 



Dania J. Jelrons 
Primary Examiner 
Art Unit 1742 




